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| PATENTS GRANTED BY THE UNITED STATES, 


DEPARTMENT OF STATE, 
Washington, 11th January, 1831, 


Sra: | have the honor herewith to transmit to you, for the House of 
Representatives, a report prepared at this office, in pursuance of its resolution 
of 2d April, 1830, which you will be pleased to communicate to that House, 
together with the papers accompanying the same; and to be, with the high- 


Your obedient servant, 


M. VAN BUREN, 
The Hon. AnpREW STEVENSON, 


Speaker of the House of Representatives. 
oe 


DEPARTMENT OF STATE, 


Washington, 3d January, 183}, 


In pursuance oi a resolution of the House of Representatives of the 2d 
April, 1830, directing this Department to communicate to that House ‘a 


ist of all the patents granted by the United States for the encouragement of 


7 


: 


A 


and sciences, alphabetically arranged, placing in consecutive order all 
patents for inventions and improvements relating to the same subject, desig- 
nating the names of the persons to whom granted, their place of residence, 
and the dates of their patents, with an alphabetical list of the names of the 
together with a digest of decisions relating to patents under the 
laws of the United States, made in the courts of the United States; the Se- 
eretary has thé honor to submit, herewith, to the House of Representatives, 
the accompanying report of the Superintendent of the patent office, to whom 
the preparation of the lists required was referred, together with the several 
lists so prepared by him, or under his direction: and the Secretary has the 
honor, at the same time, to lay before the House, conformably with the re- 
Maining part of their resolution, a report from Doctor Thomas P. Jones, 
late Superintendent of the patent office, but now a clerk in this Department, 
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with the digest of decisions under the laws of the United States, madein 


the courts of the United States, in relation to oe for new re age in- 


ventions. 
Respectfully submitted, 





——_—_—>-—__- 


Coneress or THE Untrep Srares. 
In the House of Representatives, April 2d, 1 


é Resalud, That the Secretary of State be directed to Ra A to” 
this House a list of all the patents granted by the United States for the en- 
couragement of arts and sciences, alphabetically arranged, placing i in conse- 
cutive order all patents for inventions and improvements relating to the 
same subject, designating the names of the persons to whom granted, their | 
‘place of residence, and the dates of their patents, with an alphabetical list 
of the names of the patentees; and that three thousand copies of the said 
list be priated for the use of the House, under the direction of the Cierk; 
together with the public acts of Congress relating to patents, anda digest of 
decisions under the same, made in the courts of the United States. *” 


z 


Patent Orrice, December 10, 1830. 


Sir: I have the honor to state that, in conformity to the above resolution, 
the following lists of patents and patentees have been compiled and arrang- 
_ ed, it is hoped, in sucha manner as to fulfil the conditions of the resolution. 
The difficulty of classifying natural objects is well known—the gradual | 
and imperceptible shades of difference rendering it impossible to determine 
exactly where one class should end, and another begin. In the productions 
of art, this difficulty is not diminished. Hence, in compiling the list of pa- | 
tents, a doubt frequently arose concerning the class to which some of the | 
patents did properly belong. For instance, whether the partial rotting of 
hemp and flax should be classed under agriculture or chemistry; dry docks 
under navigation or landworks, &e. &c. Besides, many of the machines 
patented are applicable to purposes widely different, and consequently could | 
not be embraced exclusively in any one class; while the titles of others are | 
$0 indefinite as to render it impossible to determine either their genera or | 
species. In such cases, no specific disposition being pratticable, when the | 
subject or patent sought is not found where it was expetted, it will be dis- 
covered under some other title, to which the nature of the subject. wil! 
generally refer. 
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_ Bubjoined to each class, is an alphabetical list of its patentees. This mode 
was considered preferable to that of one continued list of all the names, as 
it affords much greater facility in finding the names of persons that have 
obtained patents on any proposed subject. | 
With great respect, 
) . Yours, truly, 
JOHN D. CRAIG. 


Hon. Martin vis Buren, 
| ; Ponefony of State. 
aoe ee 
WasuHineton, January 1, 1831. 


_ Sir: I have the honor herewith to submit to your examination a digest 
of the decisions under the patent laws of the United States. In executing 
the task which you have confided to me, I have endeavored to furnish a 

_ eondensed view of all those points which most materially affect the interest 
of patentees, and to fulfil the intentions of the resolution of the House of 
Representatives of April 2d, 1830, by which such a digest was ordered to 
be made. 
I hive the honor to be, / 
Very respectfully, 
Your most obedient servant, 


THOS. P. JONES. 
The Honorable M. Van Buren, 


Secretary of State. 


_ description of the said invention er discovery, and thereupon granting to. 
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“in act to promote the progress of useful arts, and to repeal the ; 
heretofore made for that purpose. 


an @ 


Sec. 1. Beit enacied by the Senate and House af Representatives of 
the United States of America in Congress assembled, Vhat, when any ~ 
person or persons, being a citizen or citizens of the United States, shall al- | | 
lege that he or they have invented any new and useful art, machine, manufac-_ 
ture, or composition of matter, or any new and useful improvement on any ~ 
art, machine, manufacture, or composition of matter, not known or used be- 
fore the application, and shall present a petition to the Secretary of State, 
signifying a desire of obtaining an exclusive property in the same, and pray- 
ing that a patent may be granted therefor, it shall and may be lawful for the 
said Secretary of State to cause letters patent to be made out in the name of 
the United States, bearing test by the President of the United States, recit- 
ing the allegations and suggestions of the said petition, and giving a short. 


such petitioner or petitioners, his, her, or their heirs, administrators, or as- 
signs, for a term not exceeding fourteen years, the full and exclusive right 
and liberty of making, constructing, using, and. vending to others to be used, 
the said invention or discovery, which letters patent shall be delivered to the 
Attorney General of the United States, to be examined, who, within fif- 
teen days after such delivery, if he finds the same conformable to this act, 
shall certify accordingly at the foot thereof, and return the same to the Se-. 
eretary of State, who shall present the letters patent thus-certified to be 
signed, and shall cause the seal of the United States to be thereto affixed; 
and the same shall be good and available to the grantee or grantees, by force 
of this act, and shall be recorded in a book, to be kept for that purposein 
the office of the Secretary of State, and delivered to the patentee, or hisorder. | 

Src. 2. Provided always, and be it further enacted, That any person” || ' 
who shall have discovered an improvement in the principle of any machine, , | 
or in the precess of any composition of matter, which shall have been pa- ! 
tented, and shall have obtained a patent for such improvement, he shall not 
be at liberty to make, use, or vend the original discovery, nor shall the first 
inventor be at liberty to use the improvement; and it is hereby enacted and 
declared, that simply changing the form or proportions of any machine, or 
composition of matter, in any degree, shall not be deemed a discovery. 

Sec. 8. And be it further enacted, That every inventor, before he 
can receive a patent, shall swear or affirm that he does verily believe 
that he is the true inventor or discoverer of the art, machine, or im- 
proyement, for which he solicits a patent, which oath or afiirmation may 
be made before any person authorized to administer oaths, and shall de- 
liver a written description of his invention, and of the manner of using, 
or process of compounding the same, in such full, clear, and exact terms, 
as to distinguish the same from all other things before known, and te 
enable any person skilled in the art or science of whieh it is a branch, or 


re 
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with which it is most nearly connected, to make, compound, and use the 
same: and in the case of any machine, he shall fully explain the principle, 
and the several modes in which he has contemplated the application of that 
prineiple or character by which it may be distinguished from other inven- 
tions; and he shall accompany the whole with drawings and written referen- 
ees, where the nature of the case admits of drawings, or with specimens of 
the ingredients, and of the composition of matter, sufficient in quantity for 


the purpose of experiment, where the invention is of a composition of mat~ | 


ter; which descriptions, signed by himself, and attested by two witnesses, 
shall be filed in the office of the Secretary of State, and certified copies 
thereof shall be competent evidence in all courts where any matter or thing, 
touching such patent right, shal] come in question: and such inventor shall 
moreover deliver a model of his machine, provided the Secretary shall 
deem such model to be necessary. ; 3 

Sec. 4. And be it further enacted, That it shall be lawful for any in- 
ventor, his executor or administrator, to assign the title and interest in the 
said invention at any time; and the assignee having recorded the said assign- 
ment in the office of the Secretary of State, shall thereafter stand in the 
place of the original inventor, both as to right and responsibility, and so 
the assignees or assigns, to any degree. | 

Src. 5. And be it further enacted, That if any person shall make, de- 
vise, and use, or sell the thing so invented, the exclusive right of which 
shall, as aforesaid, have been secured to any person by patent, without the 
consent of the patentee, his executors, administrators, or assigns, first obtain-) 
ed in writing, every person so offending shall forfeit and pay the patentee a 
sum that shall be at least equal to three times the price for which the paten- 
tee has usually’sold or licensed to other persons the use of the said inven- 
tion; which may be recovered in an action on the case founded on this act, 
in the circuit court of the United States, or any other court having compe- 
tent jurisdiction. [Repealed by the act of April 17th, 1800.) 

‘See. 6. Provided always, and be it further enacted, That the de- 
fendant in such action shall be permitted to plead the general issue, and give 
this act, and any special matter of which notice in writing may have been 
given to the plaintiff or his attorney, thirty days before trial, in evidence, 
tending to prove that the specification filed by the plaintiff does not contain 
the whole truth relative to his discovery, or that it contains more than is ne- 
ces to produce the described effect, which concealment or addition shal! 
fully appear to have been made for the purpose of deceiving the public, or 
that the thing thus secured by patent was not originally discovered by the 
patentee, but had been in use, or had been described in some public work, 
anterior to the supposed discovery of the patentee, or that he had surrepti- 


_ tiously obtaited a patent for the discovery of another person: in either of 


which cases, judement shall be rendered for the defendant, with costs, and 
the patent shall be declared void. . 

Sxc. 7. And be it further enacted, That, where any State, before its 
adoption of the present form of government, shall have granted an exelusive 
right to any invention, the party claiming that right shall not be capable of 
obtaining an exclusive right under this act, but on relinquishing his right 
under such particular State; and of such relinquishment, his obtaining an ex- 
elusive right under this act shall be sufficient evidence. 

Suc. 8. And be it further enacted, That the persons whose applications 
for patents were, at the time of the passing of this act, depending before the 
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promote the progress of useful arts,” on complying with the conditior 
this act, and paying the fees herein required, may pursue their respe 
claims to a patent under the same. | bis Lisanti 

Sec. 9. Andbe it further enacted, That, in case of interfering ¢ pplic 
tions, the same shail be submitted to the arbitration of three persons, one of 
whom shall be chosen by each of the applicants, and the third person shall 
be appointed by the Secretary of State; and the decision or award of such 
arbitrators, delivered to the Secretary of State in writing, and subscribed by © 
them, or any two of them, shall be final, as far as respects the granting of the 
patent: and if either of the applicants shall refuse or fail to choose an arbi- 
trator, the patent shall issue to the opposite party. And where there shall 
be more than two interfering applications, and the parties applying shall not 
all unite in appointing three arbitrators, it shall be in the power of the Se- 
cretary of State to appoint three arbitrators for the purpose. : 

Sec. 10. nd be it further enacted, That, upon oath or affirmation be- 
ing made before the judge of the district court, where the patentee, his exe- 
cutors, administrators, or assigns, reside, that any patent which shall be - 
issued in pursuance of this act was obtained surreptitiously, or upon false 
suggestion, and motion made to the said court within three years after issu- 
ing the said patent, but not afterwards, it shall and may be lawful for the 
judge of the said district court, if the matter alleged shall appear to him to 
be sufficient, to grant a rule, that the patentee, or his executor, administra- 
tor, or assign, show cause why process should not issue against him to repeal 
such patent; and if sufficient cause shall not bé shown to the contrary, the 
rule shall be made absolute; and thereupon the said judge shall order pro- 
cess to be issued against such patentee, or his executors, administrators, or 
assigns, with costs of suit. And in case no sufficient cause shall be shown 
to the contrary, or if it shall appear that the patentee was not the true in- 
ventor or discoverer, judgment shall be rendered by such court for repeal 
of such patent; and if the party at whose complaint the process issued, shall 
have judgment given against him, he shall pay all such costs as the defend- 
ant shall be put to in defending the suit, to be taxed by the court, and re- 
covered in due course of law. : 

Sec. 11. And be it further enacted, That every inventor, before he 
presents his petition to the Secretary of State, signifying his desire of ob- 
taining a patent, shall pay into the Treasury thirty dollars, for whieh he 
shall take duplicate receipts; one of which receipts he shall deliver‘to the 
Secretary of State, when he presents his petition; and the money thus paid 
shall be in full for the sundry services to be performed in the office of the 
Secretary of State consequent on such petition, and shall pass to the account 
of clerk hire in that office: Provided, nevertheless, That, for every copy 
which may be required at the said office of any paper respecting any patent 
that has been granted, the person obtaining such copy shall pay at the rate of 
twenty cents for every copy sheet of one hundred words; and for every co- 
py of a drawing, the party obtaining the same shall pay two dollars: of 
which payments, an account shall be rendered annually to the Treasury of 
the United States, and they shall also pass to the account of clerk hire in the 
office of the Secretary of State. @ 

Sec. 12. And be it further enacted, That the act passed the tenth day 
of April, in the year one thousand seven hundred and ninety, entitled ‘* An 
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uct to promote the progress of useful arts,” be, and the same is hereby, re- 
pealed: Provided, always, That nothing contained in this act shall be con- 
strued to invalidate any patent that may have been granted under the autho- 
rity of said act: and all patentees under said act, their executors, adminis- 
trators, or assigns, shall be considered within the purview of this act, in re- 
spect of the violation of their rights, provided such violations shall be com- 






mitted after the passing of this act. 
. re JONATHAN TRUMBULL, 
eos | Speaker of the House of Representatives. 
ugg JOHN ADAMS, 
ath Fice President of the Onited States and President of the Senate. 
i “Approved, February 21, 1793. 
oh alt gh 
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GEORGE WASHINGTON, 
President of the United States. 


An act to extend the privilege of obtaining patents for useful discoveries 
and inventions to certain persons therein mentioned, and to enlarge 
~ and define the penalties for violating the rights of patentees. 


‘Suc. 1. Beit enacted by the Senate and House of Representatives of 
the United States of America in Congress assembled, That all and sin- 
ular the rights and privileges given, intended, or provided, to citizens of the 
Tnited States, respecting patents for new inventions, discoveries, and im- 
provements, by the act entitled ‘‘An act to promote the progress of useful 
arts, and to repeal the act heretofore made for that purpose,” shall be, and 
hereby are, extended and given to all aliens who, at the time of petitioning in 
the manner prescribed by the said act, shall have resided for two years with- 
in the United States; which privileges shall be obtained, used, and enjoyed, 
by such persons, in as full and ample manner, and under the same condi- 
tions, limitations, and restrictions, as by the said act are provided and direet- 
ed in case of citizens of the United States: Provided, always, That every 
person petitioning for a patent for any invention, art, or discovery, pursuant 
to this act, shall make oath or affirmation before some person duly authoriz- 
‘ed to administer oaths, before such patent can be granted, that such inven- 
on, art, or discovery, hath not, to the best of his or her knowledge or he- 
ef, been known or used either in this or any foreign country; and that 
7 patent which shall be obtained pursuant to this act for any invention, 
art, or discovery, which it shall afterwards appear had been known or used 
previous to such application for a patent, shall be utterly void. . 
SEC. 2% And be it further enacted, That, where any person hath made, 
or shall have made, any new invention, discovery, or improvement, on ac- 
count of which a patent might, by virtue of this or the abovementioned act, 
be granted to'such person, and shall die before any patent shall be granted 
therefor, the right of applying for and obtaining such patent shall devolve on 
the legal representatives of such person, in trust for the heirs at law of the 
deceased, in case he shall have died intestate; but if otherwise, then in trust 
for his devisees, in as full and ample manner, and under the same conditions 
limitations, and restrictions, as the same was held, or might have been claim- 
ed or enjoyed, by such person, in his or her lifetime: and when application 
for a patent shall be made by such legal representatives, the oath or affirma- 
tion provided in the third section of the beforementioned act. shall be so 
varied as.to be applicable to them. 
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Sec. 3. And be it Surther enacted, That, where any patent shall be, 
or shall have been granted pursuant to this or the aboyementi ned act, and 


any person, without the consent of the patentee, his or her executors, ad 
ministrators, or assigns, first obtained in writing, shall make, devise, use, or _ 
sell the thing whereof the exclusive right is secured to the said patente 
by such patent, such person so offending shall forfeit and pay to the said pa- 
tentee, his executors, administrators, or assigns, a sum equal to three times 
the actual damage sustained by such patentee, his executors, administrators, 
or assigns, from or by reason of such offence; which sum shall and may be 
recovered by action on the case, founded on this and the abovementioned 
act, in the circuit court of the United States having jurisdiction thereof. 
_ Sec. 4. And beit further enacted, That the fifth section of the above- 
mentioned act, entitled ‘* An act to promote the progress of useful arts, and 
to repeal the act heretofore made for that purpose,”’ shall be, and hereby is,. 


repealed. | 
THEODORE SEDGWICK, 
Speaker cf the House of Representatives. 


THOS. JEFFERSON, : 
Vice President of the United States, and President of the Senate. 


Approved, April 17, A. D. 1800. 









JOHN ADAMS, 
President of the. United States. 


<cocieenee 


An act to exiend the jurisdiction of the circuit courts of the United States 
| to cases arising under the law relating to patents. 


Szc. 1, Be tt enacted by the Senate and House of Representatives of | 
the United States of America in Congress assembled, That the circuit 
courts of the United States shall have original cognizance, as well in equity 
as at law, of all actions, suits, controversies, and cases, arising under any 
law of the United States granting or confirming to authors or inventors the 
exclusive right to their respective writings, inventions, and discoveries; and, 
upon any bill in equity filed by any party aggrieved in any such cases, 
shall have authority to grant injunctions, according to the course and princi- 
ples of courts of equity, to prevent the violation of the rights of any authors 
or inventors secured to them by any laws of the United States, on such 
terms and conditions as the said courts may deem fit and reasonable: Pro- 
vided, however, That, from all judgments and decrees of any circuit courts 
rendered in the premises, a writ of error or appeal, as the case may require, 
shall lie to the Supreme Court of the United States, in the same manner, and 
under the same circumstances, as is now provided by law in other judgments 


and decrees of such circuit courts. frauen 
Speaker of the House of Representatives. 

DANIEL D. TOMPKINS, 
Vice President of the United States, and President of the Senate. 


proved, February 13, A. D. 1819. fi | 
0 a ein JAMES MONROE, 
President of the United States. 
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UNDER THE 7aws OF THE UNITED STATES RELATING TO PATENTS FOR 
NEW AND USEFUL INVENTIONS. 





ON THE SE PIDANET 


Ae The taking of the oath required by the ‘patend act previous to the 
issuing of a patent is but a pre-requisite to the granting of the patent, 
and in no degree essential to its aces i 3 and tf not taken, still the pa- 
tent is valid. 


In the case of Whittemore v. Cutter, fa Gallison’s Rep. -429 ») J udge 
Story observed, *¢ The statute requires that the patentee shall swear < that he 
is the true inventor or discoverer of the art, machine, or improvement. 3 
The oath taken by Whzttemore was, that he was the ‘true inventor or im- 
prover of the machine.’ The taking of the oath was but a pre-requisite to 
the granting of the patent, and in no degree essential to its validity. It might 
as well have been contended that the patent was void, unless the thirty dol- 
lars required by the 11th section of the act had been previously paid. ”? 


2. the affidavit ma y be i aide £0 “hs the removal of sbocurity i in the 
specification. 


In Pettibone v. Derringer, (C. C. U. s. Pp. Becher, 1818, M. S.) Judge 
Washington said that « there can be no doubt that when the construction 
of the patent .and specification, as to the subject of the grant, is doubtful, 
the: affidavit, if more precise, may be resorted ‘to for explanation, and to 
Femove ambiguity. Ps 


nh ee 





” The oath required of an alien places hem ¢ on grounds elon ci 
Sereni rom those of a citizen. 








D lo ris vy. Huntington, (1 Paine’s Rep. 353,) Judge eat in refer« 

the proviso in the ‘first section of the law of 1800, requiring aliens 

that the invention has not. been known or used in this or any fo- 

| niry, says that ‘it puts the alien on grounds somewhat different 

from those x a citizen, requiring an oath of something more than is required 

of a citizen.””*, «& ‘Tt seems reasonable to restrict an alien in this manner from 

taking out a p tent for what has been in use abroad, inasmuch as our own 

eitizens could not feet 2 foreign invention.’ 

oN TRE DESCRIPTION OR SPECIFICATION. if 

4. The patentee must describe in his patent in what his invention con- 
sists, with reasonable Certaint y3 otherwise, it is void for ambiguity. 


In. Lowell v. Lewis, a ‘Mason’s Rep. 189 ,) Judge Story says, “The law 


aie an exclusive patent right.on the inventor of any thing new and use- 
ful, as an cla coal Bi payee for ie ingenuity, and for the expensé 


+ af Atha 4 i mee | 
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an labor attending the invention. But this monopoly i is grantec for 

ed term only, at the expiration of which the invention “becomes he Bib: 
perty of the public. Unless, therefore, such a specification be made as would, 
at all events, enable other persons, of competent skill to. construct similar 
machines, the advantage to the public, which the act contemplates, would 
be entirely lost, and its principal object would be defeated. It is not neces- 
sary, however, that the specification should contain an explanation level with 
the capacities of every person, (which would perhaps be impossible,)_ but, in 
the language of the act, if should be expressed in such full, clear, and exact 
terms, that a person skilled ‘in the art or science ur which it is a braneli- 
would be enabled ‘to construct the patented invention.’ 

‘Tn Sullivan v. Redfield, (1 Paine, 450,) J sige Plain pati oumeiaiea « Both 
the policy and the language of the act of Congress require that the specifica- 
tion should be ciear, plain, and intelligible, so that others may be taught byi It 
to make or do the thing for which the patent is granted.” 


5. Under the patent act, no defect or concealment in any specification: 
is sufficient to avoid a patent, uniess it be with intent to deceive the nab 
lic. 


‘In Gray and Otbell v. James ef al., (1 Peters’ C. C. Rep. 401,) Judge 
Washingion said, 6 But, if the jury should be of opinion that the specification 
is materially defective, the objection will not be sufficient to invalidate the 
pleintiff’s patent, | 1inless they should also’ be satisfied that the concealment 
of the circumstances not described was intended to deceive the public. © 
What degree Of evidence ought to be required* to prove such fraudulent in- 
tention, anal rest with the jury to decide. Positive evidence can se dom 
be expected, nor is it necessary. he law, it is true, requires that such in- 
tention should fully appear; but still it may be presumed from circumstances 
entirely 1 to the satisfaction of the jury, which would be sufficient to author- 
ize them to find the fact.”? For similar opinions, see also Lowell w. Lewis, 
(1 Mason, 190,) and cee v. Cutter, (436. ) . 

6. When a patent is taken ed Sor an improvement, the . specifi cation 
ought to describe what the improvement is; and the patent should be li- 
mited to such improvement. | 


“In Woodcock v. Parker ef al., (1 Gallison, 439,) Judge Story direeted the 
jury. as follows: “It the machine for which the plaintiff obtained a patent 
substantially existed before, and the plaintiff made an improvemer it only 
therein, he is entitled to a patent for such improvement only, and-not for 
the whole machine; and under such circumstances, as this present patent is. 
admitted to comprehend the whole machine, it is too broad, ant at nerefore 
void.”’ 

In Whittemore v. Dutier, (1 Gallison, 480 Wy Judge Story dunes, in his 
directions to the jury, ‘‘ that, where a specific machine exists, producing cer- 
tain effects, if a mere addition is made to such a machine, 20 produce the 
same effects. i in a better manner, a patent cannot be taken for the whole ma- 
chine, but for the improvement only. In like manner, if to an old machine 
some new combinations be added to produce new ihe the right to a pa- 
ient is limited to the new combinations.” 

In Barrett et a7, y. Hall e¢ al., (1 Mason, 475,) J udgé Story says, “If apa- 
tent be for an improved inaeilitic, or for an improvement of a aia (for f 











aad 


the whole; 


[ Doe. Neo 50. J) “ 





> tollow w Mr. Justice Heath ms fo ethene Court in thinking that the mean- 
of 


the terms is substantially the same,) then the patent must state in 
at. the i improve: ment specifically consists, and it must be limited to such 


improvement, — If, therefore, the terms. be so obscure or doubiful that the 
| court cannot. say. ‘what i is the particular improvement which the patentec 
3 claims, and to what it is limited, the patent is void for ambiguity; and if it 






ore than the improvement, it isvoid for another reason—that it is 
broader than the invention. ’ | 
6k ‘urther: where 2 cath natifia of ibenioats already exists up to a cer- 
tain, point, and the patentee makes'an addition or improvement to the ma- 
inery, he must confine his patent to the improvement; for, if he takes a 
aye? for the whole machine, not distinguishing between the new and old, 
nor limiting his patent lo the improvement, itis void, because, as SO claimed, 
it is not his invention.’ 
i. contrary opinion, it appears, was entertained by J judge Li ‘vingstons in 


‘the case of Goodyear ». Matthews, (1 Paine, 300,) he gives it as his opinion, 
‘that a patent for an entire machine is valid, although the invention consists 


only of an improvement on such machine. His. words are, ‘Ifa patent be 
taken out for an entire machine, when the invention consists only of an im- 
provement on such machine, it is said by the defendant’s counsel that the 
whole patent is void: this, gentlemen, is not the opinion of the court; for, 
although a patent be obtained for more than the improvement, thé patentee 


i) not entitled to more than his improvement; nor is he at liberty to make, 


use, or vend the original discovery, or to prosecute any person who shall 


use such. original discovery without engrafting on it the improvement in- 


vented by the patentee.” 
This opinion does not appear toshave been sustained by any other J udge 


in the cases which have been reported. Those given in Woodcock v. Par- 


ker, Whittemore v. Cutter, and Barrett v. Hall, are directly adverse, and there 


are several others of thesame tenor. In Lowell v. Lewis, (1 Mason, 187,) 


Judge Story says, ‘‘1 accede at once to the doctrine of the guinea Ww hich has 
bear cited, that the patentee is bound to describe in full and exact terms in 
what his invention consists; and if it be an improvement only upon an ex- 
isting, machine, he should distinguish what'is new and what is old in his spe- 


‘cification, so that it may elearly appear for what the patent is granted.” 


“The patentee is clearly not entitled to include in his patent the exclusive 
use of any machinery already known; and if he does, his patent will be 
broader than his invention, and consequently void. Ii, therefore, the de- 
scription in the patent mixes up the old and the new, and does not distinct- 
tain for which, in particular, the patent is claimed, it must be void; 
since, if it covers the whole, it covers too much; and, if not intended to cover 
it is impossible for the court to say what, in particular, is covered 
as the new vention. 2 s¢It is however, sufficient, iB what is claimed as new 
appear with reasonable certainty on the face of the patent, either expressly 
or by necessary implication.”’? In the case of Evans v. Eaton, (1 Peters’ 
C. C. Rep. ae Judge Washington charged the jury, that ‘the grant can 
only be for the iscovery as recited and described in’ the patent and specifi- 
cation. Ifthe grantee is not the original discoverer of the art or machine: 
for which the grant j is made, the whole is void. If, therefore, the patent be 
for the whole ofa machine, and the discovery was only of an improvement, 
le patent is void.’’ In Sullivan v. Redfield, (1 Paine, 450,) Judge Thompson 
oe“ “ Pits specification i is Boby iausly broader than the patent: the latter is 
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for an improvement i in the steam eee the former contaih sade seription- 
of the steam tow-boat itself, of which the complainant ies, e the in- 


ventor, according to his specification. | The patent and specification are 
nected together, and dependent on each other for support. >, Nume 


other ‘cases mi shit be adduced, in which opinions have: been giventl which go 


to sustain the fo oregoing rule, ‘the correctness of which seems to nay v 
“ only i in One instance. | 


| Where a patent is for several tprdeelenns in a siletiies an each 

dlaenins is summed up in the patent as the invention of the 2 patentee, 

a any one of the sca ae as ‘ei not to be new, his Pues zs 
void. ; 


This ule ese Vaid own by Ry aes Story, in Moody v, Fisk: ef al., @ Ma- 
son, 112.) He observes that, ** Where a patentee, in his specification, states 


and sums up the particulars of his invention, and his patent covers them, he | 


is confined tosuech summary; and he cannot afterwards be permitted to sus- 
tain his patent, by showing that some part which he claims in his summing 
up as his invention, though notin fact his invention, is of slight value or 
importance to his patent. His patent covers ‘it, and, if it be not’ new, the 
pent must be void.” 


8. Where several duit oesberies in a spe are distinetly dosulas an. 
a patent, an action lies for the piracy of any of the improvements, al- 
though the defendants have not used the whole of the improvements. 


In the case last cited, J udge Story said, ‘« But after a good deal of reflec- 


tion on it, I have come to the “result, that, where the plaintiff claims, asin this © 


case, several distinct and independent improvements in the same machine, 
and procures a patent for them in, the aggregate, he is entitled to recover 
against any person who shall use any one of the i improvements so patented, 
notwithstanding there has been no violation of the other improvements. In In 
such a case, the patent goes for the whole of the improvements; and if ‘each 
be new, and claimed distinctly i in the; patent as such, there does not seem 
any good reason why the party who pirates any part of ee invention 
should not be liable in damages.” 


ON THE ORIGINALITY OF THE INVENTION. 


The first inventor who has put the invention in practice, and he 
eas: is entitled to a patent. Fvery subsequent patentee, alihough an 
original inventor, may be defeated of his patent right, upon proof of such 
prior invention put in actwal wse. The law in such case adopigs the rule, 
gui prior est tn tempora, potior est in jure. 

In order fo defeat a subsequent patent, it is not necessary ib prove 
that theinvention has been in general use, and generally lenown. tt as 
sufficient if the same invent has been revidlish Ly known, and put in 
actual use, however limited the use orthe knowledge of the invention mighi 
have been. 


In Bedford v, Hunt e¢ al., (1 Aisa 302,) Judge Story charged the j jury 
that ‘The ‘intent of the statute was to guard against defeating patents, by 
the setting up of a prior invention, which ‘had never been reduced to practice. 
If it were the mere speculation of a philosopher or a mechanician, which 
had never been tried by the test of experience, and neyer put into actual ope- 
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vation by him, the law would not deprive a subsequent inventor, who had 
employed his labor and his talents in putting it into practice, of the reward 
due to his ingenuity and enterprise. But if the firstinventor reduced his 


tency’ to practice, and put his machine or other invention into use, the law 
ever could intend that the greater or less use in which it might be, or the 


“ 





more or less widely the knowledge of its existence might circulate, should 
constitute the ‘criterion by which to decide upon the validity of any subsequent 
patent for the same invention. I hold it, therefore, to be the true interpre- 
tation of this part of the statute, that any patent may be defeated by showing 
that the thing secured by the patent had been discovered and put in actuai 
use prior to the discovery of the patentee, however limited the use or the 
knowledge of the prior discovery might have been.” eee 

In the case of Evans v. Eaton, (1 Peters’.C. C. R. 342) Judge Washington 
says, ** The discovery must be not only useful, but mez; it must not have been 
known or used before in any part of the world.” «It is contended by the 
plaintiff’s counsel, that the title of the patentee cannot be impeached, unless it 
is shown that he knew of a prior discovery of the same art, machine, &c., 


and that ¢rwe and original are synonimous in the intention of the legis- 


lature... v | re Ree 
_ As it is not pretended that ¢rwe.and original mean the same thing in 
eommon parlance, I proceed to inquire whether the legislature intended to 
use them as.such. As to this there can scarcely be two opposed opinions. 
The first. section, referring to the allegations of the applicant for a patent, 
speaks of the discovery as something not known or used before the appiica- 
tion; and in the sixth section, it is declared, that the defendant may give 
in evidence that the thing secured by patent was not originally discovered 
by the patentee, but had been in use, or had been described in some public. 
work, anterior to the supposed discovery. Nowif original does not mean, 
jirst, the preceding expressions, in the first and sixth sections, most cer- 
a ee en a ae 
'_ This case was carried up to the Supreme Court by a writ of error, and, in 
its final decision, the foregoing opinions confirmed. (See 3 Wheaton’s S. C. R.} 
The opinion of the court was delivered by Ch. J. Marshall,: who says, ‘It 
nay be that the patentee had no knowledge of this previous use or previous 
Macs ntion: still his patent is void: the law supposes he may have known it, 
and the charge of the judge, which must be taken as applicable to the testi- 
mony, goes no farther than the law.” Pi! 


+ ON THE OBTAINING OF TWO SEPARATE PATENTS FOR THE SAME INVENTION 


; me ie iY : ; ' 

10. dn inventor cannot, under the patent laws of the United States, 
Aave two subsisting valid patents at the sane time for the same inven- 
tion. The first that he obtains, while it remains unrepealed, is an -es- 
toppel to any future patent for the same invention, founded. upon the 
general patentact. PU ” ‘ali 

In the case of. Odiorne v. The Amesbury Nail Factory, (2 Mason;’ 28,° 
Judge Story said, It cannot be that a patentee can have in use at the same 
time two valid patents for the same invention; and if he ean successively 
take out at different times new patents for the same invention, he may. per- 
t his exclusive right during a century, whereas the patent act confines 
this right to 14 years from the date of the first patent. If-this proceeding 
could obtain countenance, it would completely destroy the whole considera- 






a“ 


tion derived by tl he public 1 Php the abd of the pitent viz: the 7 
the invention at the expiration of the term specified in the origir 
hold it to be the hecessary conclusion of law, that the inventor. can ha 
‘a single vali i ment for his invention; and that the first he obtains, 
remains‘un repealed, isan estoppel to any future patent for the i 
tion, found ed upon the general patent act. The public have by the first 
paten cq uired an inchoate interest, which cannot be defeated by any ane 
ministerial act of the officers of the Government.” r 

Pr uh the case of Morris v. Huntington,. (1 Paine, 348, ) peepee: opinion was 

siven by Judge Thompson. He says, ‘‘The next question is, whether itis 
not a yalid objection to the second patent, that the patentee hasa prior patent 
for the same thing, not surrendered, repealed, or declared void.” 

_«4T think this objection insurmountable. A prior patent must be got rid 
of before a second can. be taken out. Why should asecond patent be taken out 
before a prior one is avoided, ane invalid, if the patentee is enjoying 1 the 
full benefit of it.” 












“ON PATENTS SURRENDERED, OR ro imei Nona, ee 


11. Zhe obstacle of an invalid patent may be removed by having a va- 
eature entered, ex parte, in the Department of State, on the surrender of 
the patent; but on surrendering a patent, and taking out a new one, the 
latter should be only for the unexpired part of the 14 years since. serene 
ing the first patent. | 


The foregoing is not to be considered as a point ruled, but st as a 
suggestion of the court. In the case of Morris v. Huntington, C ae 355 >) 
Judge Thompson uses the following language* . 

6 Besides, I see no insuperable objection to entering a meaner of the 
patent of record in the Department of State, if taken out inadvertently and by 
mistake. All the proceedings in that Department on the subject of pa-. 
tents are ex parte, except in the case of interfering applications. The De 
partment act rather ministerially than judicially, and upon the representation 
of the applicant, without entering into the question of right; and there seems 
to be no good reason why, ona ‘Tike’ ex parte application, the patent may 
not be surrendered, and cancelled of record, if no misconduct be imputable 
to the patentee in taking it out. And in aieh case, as the exclusive right 
is not to exceed 14 years, the second patent may be limited according to cir- 
cumstances, and thereby secure both to the patentee and the public their 
respective rights.” 

The case which gave rise to this suggestion was tried in. New vic, in 

April term, 1824; and since that period, a considerable number of pat 
have been surrendered, and new ones issued, with amended specifications, 
for the unexpired part of the 14 years.. The question, however, of the valid- 
ity of a patent thus re-issued, has never been finally settled, In the last 

May term (1830) of the circuit court, held in the city of New York, the 
same question was raised in the case of Townsend and Grant v. Raymond, 
and the judges differing in opinion on the subject, it was determined to car- 
ry the case before the “Supreme Court at Washington. This point, there- 
fore, will probably be settled at an early day. 

Connected with this question is another, which, it is Edleved, remains in 
a similar unsettled state, needy whether a new patent can be taken out 
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Po a former one ‘has been declared void under the sixth section of ? the 
of 1793. arn & 
A case before’ ‘quoted, (Morris v. Midiiinatoays Judge Thompson ‘ab 
serves, that ¢ ‘Whether, after the first patent has been declared void, after 
ve Pdict under the sixth section, ina case free of fraud, a new patent can be 
taken ne i? . question which does not here arise. But IT am inclined to 
think that surrender of the prior patent might be made, and that the Secre- 
tary of State might grant a new one, under a statement of the circum- 
stane , although not for the period of fourteen ‘years from the date of the 
d patent, as the patentee has enjoyed the exclusive right for a. part of 
the fourteen years.” 
~ In the case of Barrett v. Hall, (1 Mason, 473,) I udge Story makes the fol- 
lowing remark: ‘«I have very great dG Bea: whethee when a patent is once 
granted to any person for an invention, he can legally acquire any right, un- 
der a subsequent patent, for the same invention, unless his first patent be 
repealed for some original defect, so that it might truly be said to be a void 
Reet 


ON WHAT CONSTITUTES AN ABANDONMENT OF A ay. Sein TOA PATENT. 


12. An inventor may abandon his invention, and, surrender it to. 
the public. This inchoate right, once sane, cannot afierwards bat re~ 
sumed at pleasure. 


The question has been frequently agitated, whether an inventor could 
sustain a claim to a patent which he had obtained after having allowed 
his invention to go into public use. In the case of Morris. v. Hunting. 
ton, (1 Paine, 345,) Judge Thompson observes, that ‘“‘ No man is permitted to 
lie by for years, and then take out a patent. If he has been practising his in- 
vention with a view of improving it, and thereby rendering it a greater be- 
nefit to the public, before taking out his patent, that ought not to prejudice 
him. But it should always bé a question submitted to’ the jury, what was. 
the intent ofthe delay of the patent, and whether allowing the invention to 
be used without a patent should not be considered as an abandonment, or 
ieaent of it to the public.” 

re are several cases upon record in whith similar opinions were ex- 
pressed by the court; but this question was finally brought before the Su- 
preme Court, on a writ of error to the circuit court for the eastern district of 
Pennsylvania, i in January term, 1829, in the case of Pennock and Sellers ws. | 
Dialogue. (2 Peters’ S. C. R. 1.) The plaintiffs had instituted their suit 
against the defendant for an infringement of a patent right for “an improve- 
ment in the art of making tubes or r hose, for the conveying‘of air, water, and 
other fluids. The invention claimed by the patentees was the mode of 
making the hose, by rivetting the seams together, so that they would be 
tight, and as capable of resisting presure as any other part of the machine. | 

From the evidence given in the circuit court, it appeared that the inven- 
tion was completed i in 1S11, but that the letters patent were not ained 
until 1818; and that, i in the interval, upwards of thirteen thousa at et of 
the hose were made and sold by an ‘individual who had been 1 eted in 

the mode of making, and permitted to sell it by the inventors. “Tt was not 
a on the part of the plaintiffs, that, during the period which had elaps- 

the manufacture had undergone any import: tant’ modification or ‘mprove- 
ment; but they claimed that all ‘the hose which had been made and sold had 
been so made and sold under their permission. 
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_ Upon the whole hole evidence of te case, the circuit court, by Judge 
ington, charged Tae; jury as follows: ‘‘ We are clearly of o oon , that, if a 
inventor makes his discovery publie, looks on, and permits ot ners, reely to 
use it without objection, or assertion of claim to the invention, of which t 
public mi rht take notice, he abandons the inchoate right to the exelv SI 
of the im ention, to which a patent would have entitled him, had it bee 
pligh for before such use. Anhd we. think it makes no Ae ee in t e pri 
iple, . that the article « sO Bias and afterwards patented, was made by: a parti 
War individual, who did so he the private permission of the inventor. ? As 
long as an inventor keeps to himself the subject of-his diseovery, the public ic. 


















- cannot be injured; and even if it be made public, but accompanied by an as- ath 


sertion of the inventor’s claim to the discovery, those who should make or 
use the subject of the invention would at least be put upon their guard. 

But if the public, with: the knowledge and tacit consent of the inventor, is 
permitted to use the invention without opposition, it is a. fraud upon the 
public afterwards to take out a patent.”’ i 

Upon this charge the jury gave a verdict for the iofeadene 

The Supreme Court, in reviewing the above case, considered the pi 
question before them to be, <é ‘Whether the charge of the court was correct 
in point of law:’’ and Mr. Justice Story, in delivering the opinion of the 
Supreme Court, observed, that ‘it has not been, and indeed cannot be, de- 
nied, that an inventor may abandon his invention, and surrender or dedi- 
cate it to the public. This inchoate right, thus once gone, cannot afterwards 
be resumed at his pleasure; for. when gifts are once made to the public in 
this way, they become obsolete.’? “ The question which generally arises’ at 
trials is a question of fact, rather than of law--whether the acts or acquies- 
ence of the party furnish, in the given case, satisfactory pragt of an hans 
donment or dedication of the invention to the public. ”” 

The facts stated in the charge of the court, it is observed, are not 3 be. re- 
viewed independently of statutable provisions—the proper exposition of the 
_~patent law being necessary to the correct answer to any such inquiry. The 
constitution gave to Congress power: “ to promote the progress of science. 
and the useful arts, by securing, for limtted times, to authors and invent- 
ors, the exclusive right to their respective writings or discoveries.”? The. 
limited time, it is obser ved, was fixed by the act of 21st February, 1793, 
which also prescribes the terms and conditions which must be strictly com- 
plied with.. The thing to be patented is to be such as was ‘not known. ov 
used before the application;’’ and the patent is granted. ‘¢ fora, term not, ex- 

ceeding fourteen years,’’ and “ gives the full and exclusive right of usin, 
uending to others to be used, the said invention or discovery.’ > A defend- 
ant charged with having infringed a patent may plead “that the thing was 
not originally discovered by the | patentee, but had been'in use, or had been 
described in some public work, anterior to the supposed discqvam: by the 
patentee, ”” 

These clauses’ of the act of 1793 were considered as materially bearing 
upon the question before the court. The words, not known or used be- 
fore the application, it is observed, ‘ cannoi. mean that the thing invented. 
was not known or used before the application by the inventor himself; for 
that would be to prohibit him from the only means of obtaining a patent. 
The use as well as the knowledge of the invention must be indispensable to 
enable him to ascertain its competency to the end proposed, as well as to 
perfect its component parts. The words, then, to have any: rational inter-, 





; 
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pretation, must mean, not known or used by others before the applica~ 
tion. But how known or used? If it were necessary, as it well migit be, 
employ others to assist.in the original structure or use by the inventor 





if he should, for a long period of years, retain the monopoly, and make and 
sell his invention publicly, and thus gather the whole profits of it, relying 
‘upon his own superior skill and knowledge of the structure; and then, and 
then only, when the danger of competition should force him to secure the 
exclusive right, he should be allowed to take out a patent, and thus ex- 
¢lude the public from any further use than what should be derived under it. 
during his fourteen years, it would materially retard the progress of sci- 
ence and the useful arts, and give a premium to those who should be least 
prompt to communicate their discoveries.” 

. The opinion then notices the similarity of the provisions of the patent law 
eta and that of the United States, as respects the requirement that 
the thing patented should be new; and, in the practice under the English 
Jaw, cites the case of Wood v. Zimmerman, (1 Holt’s N. P. Rep. 58,) where 
the inventor suffered the thing invented to be sold, and go into public use, 
for four months before the grant of his patent; when it was held by- the 
‘court, that, on this account, the patent was utterly void. Lord Chief Justice 
Gibbs said, ‘“‘ The pud/ic sale of that which is afterwards made the subject of 
‘a patent, though sold by the inventor only, makes the patent void.”’ It is 
‘then observed, that, although the words of our statute are not identical with 
‘that of England, yet their structure is so similar as to render it evident that 
‘they were in the contemplation of the framers of it. The hardship, it is said, 
‘which a particular construction of the words may be thought to import, cannot 
‘be made the rule of their interpretation. ‘If an invention is used by the 
‘public, with the consent of the inventor, at the time of his application for a 
‘patent, how can the court say that his case was, nevertheless, such as the act 
‘was intended to protect. If such a public use of it is not a use within the 
‘Meaning of the statute, what other use is? If it be a use within the mean- 
ing of the statute, how can the court extract the case from its operation, and 
‘support a patent where the suggestions of the patentee are not truc, and the 
ind ae on which alone the grant was authorized to be made do not 
cemists’’ Wy / 

ont The operation of laws having similar objects, the policy of bringiug in- 
“ventions into early use, and the fair construction of the words of the statute, 
are all considered as sustaining the opinion given, and manifesting the will 
of the legislature—a will which the court were bound to obey. | 
It is admitted that the subject is not wholly free from difficulties; but, 
upon the most deliberate consideration, we are all of opinion that the true 
‘construction of the act is, that the first inventor cannot acquire a good title 
to a patent, if he suffers the thing invented to go into public use, or to be 
publicly sold for use, before he makes application for a patent. His volun 
fary act, or acquiescence in the public sale or use, is an abandonment of his 


* 
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right, or rather creates a disability to comply with the terms and conditions 
on which alone the Secretary of State is authorized to grant hima patent.’ 

‘<The opinion of the cireuit court was, therefore, perfectly correct, a 
_ the judgment is confirmed, with costs.” wl dele Vi 


Phe 











we aT ais i 
re: Rae . 
‘% a. eRe 












13... Our patent act differs from the English in several respe 
mere public use by others before taking a patent, on a satu thereof by 
the inventor, is not decisive against him here, as in England. iP eawe tah, 

‘Inthe case of Mellus v. Silsbee, (4 Mason, 108,) Judge Story notices the 
difference between the language and effect of our statute, and that of England. 
The English statute provides for the granting of patents for ‘the sole 
working or making of any manner of new manufactures within this realm, 
to the rue and jirs¢ inventor, and of such manufactures which others a 
the time of making such letters patent and grant, shail not use.” Upon 
- which it has been there held, ‘* that the public sale of it by the inventor to 
other persons for use, makes the patent void. It is not then mew to the 
realm, but is used by others, within the meaning of the statute.” 9. > 

‘«Our patent act,’ Judge Story observes, ‘‘uses language somewhat differ- 
ent. The first section declares that ‘when any person or persons, &c. shall 
allege that he or they have invented any new and useful art, machine, 
‘manufacture, or composition of matter, not known or used before the ap- 
plication,’ he or they shall be entitled te a patent. If this were all, there 
would be great difficulty is construing the words ‘not known or used before 
the application’ differently from the words of the English statute, “whieh 
others, at the making of the letters patent and grant, shall not use? But the 
sixth section of our statute throws light on this subject, and enables the court 
to ascertain with more precision the intention of the legislature. That 
section authorizes the defendant to give certain matters in evidence, by way 
of defence, under the general issue, upon proper notice; and among other 
things, ‘ that the thing secured by patent was not originally discovered by 
the patentee, but had deen in use, or had been described in some public 
work, anterior to the supposed discovery of the patentee.” Upon these clau- 
ses, it has been uniformly held, that it must be shown that the invention is 
new, not only in the United States, but to the world; and that it was not in 
use before the asserted discovery. The fact of its being in use before his 
discovery, is, by the sixth section, made decisive against the patentee. Now, 
if the intention of the legislature had been, by the first section, to provide 
that the mere fact of the invention being ‘known orused,’ even with (the 
inyentor’s permission, before the applicadion for a patent, should destroy 
his right, however otherwise well founded, it 1s strange that the use shoule 
be limited in the 6th section to the time of such application, instead of the 
‘supposed discovery.’ The sixth section manitestly proceeds upon the 
ground that the same thing being in use at the time of the supposed disco- 
very, establishes that there is nothing new in the invention; but it may be 
known and used at the time of the application for a patent, and yet the ap- 
plicant have been the true and first discoverer. And the words of. the first 
section are susceptible of the same construction. The thing sought to be 
patented must be something ‘not known or used’ by others before, but 
must be first known or first used by the person claiming to be the inven- 

tor; that is, others must not have known or used it before his discovery, 

Upon any other construction, if a party were the true and first inventor, 
yet if, before his application for a patent, another were to know his inven« | 
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iui ruse it, piratieally or innocently, the first inventor would be Whip of 
his right to a patent, which is inconsistent with the spirit of the act. Con- 
Tui ng, therefore, the first section by the sixth, it seems to me that the true 
ling is, that the first inventor has a right to a patent, though there may 
e been a epic and use of the thing invented, by others, before his 
cation a patent, if such knowledge or use was not anterior to ‘is 


eee ‘ 
on TBE: .C§CEPTATION OF THE WORD PRINCIPLE, AS APPLIED TO A MACHINE. 
isd ct 
aN A patent for a machine to effect a particular object, as, for exam- 
‘for animprovement in the art of making nails, by means of a ma- 
hine which cuts and heads the nail at one operation,” is not a grant of 
abstract principle, nor is tt the grant of the different parts of any ma- 
chine, but of an wmprovement applied to a particular use, effected by a 
mn nation of various mechanical powers to produce a new result. 


on the case of Gray'and Osgood v. James ef al., (1 Peters’ C. C. R. 400,) 
Judge Washington says, «<The ‘next reason assigned against the validity 
of the plaintiffs’ patent, is, that it is too broad; or, if it is not so, that it is for 
neiple merely.”’ 
The court is of the opinion that there is not the slightest foundation for 
| ion. The patent is supposed to be for the machine itself, which 
is composed of parts which have long become public property. This i is not 
the fact. The patent is for an improvement in the art of making nails by 
‘means of a machine which cuts and heads the nails at ene operation. It is, 
therefore, not the grant of an abstract principle; nor is it the grant of the dif- 
parts of any machine, but an improvement applied to a practical use, 
effected by a combination of various mechanical powers to produce a new 
result. The lever, the vice, the cutters, the dies, &c., may be used by any 
n without a violation of the plaintiffs’ patent. But they cannot be used 
age their combined state, to produce, by the same oper ation, the same result, 
whi +h is the distinguishing characteristic of the plaintiffs’ machine, without 
a license from the owners.’ 
ane _the case of Whittemore v. Cutter, (1 Gallison, 480,) Judge Story, in 
His direction to the jury, says, ‘‘that a patent can in no case be for an effect 
only, but for an effect produced in a given manner, or by a peculiar opera- 
on: For inst tance, no patent can be obtained for the admeasurement of 
time “oii expansive operation of steam, but only for a new mode, or new 
ae of machinery, to produce these effects; and therefore, if new ef- 
are Piuiced by an old machine in its unaltered state, I apprehend 
that no patent can be legally supported; for it is a patent for an effect only.’ 
«By the inciples of a machine (as these words “are used in the statute) 
is not meant the original elementary principles of motion, which philosophy 
snail have discoy ered, but the modus operandi, the peculiar device, 
~ valet of pr Bing any given effect. The expansive powers of steam . 
ind the mechani Baie crs of wheels have been understood for many ages; 
a machine gab well employ either the one or the other, and yet be so 
ely new in its mode of applying these elements as to entitle the party 
te nt for his whélecombination. The intrinsic difficulty is to ascer- 
. 1 complicated eases like the present, the éxact boundaries between 


1 “4 a khown and used before, and what is new, in the mode of opere- 
tion.” 
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“In the case of Barrett ef al v. Hall ez. al., (1 Mason, 470,) Judg e Sto. 
ry, in his charge to the jury, says, ‘‘As to the opinion of skilful witnesses 
whether the principles of two machines are the same, no person doubts: 


of some men, a principle means an elementary truth or power, so that, in the - 
view of such men, all machines which perform their appropriate functions 
by motion, in whatever way produced, are alike in principle, since motion 
is the element employed. No one, however, in the least acquainted with 
law, would for a moment contend that a principle in this sense is the sub- 
ject of a patent; and if it were otherwise, it would put an end to all pa- 
tents for all machines which employed motion; for this has been known 
as a principle, or elementary power, from the beginning of time.. The true 
legal meaning of the principle of a machine, with reference to the patent aet, 
is the peculiar structure or constituent parts of such machine. And in this 
view, the question may be very properly asked, in cases of doubt or com- 
plexity, of skilful persons, whether the principles of two machines be the 
same or different? Now, the principles of two machines may be the same, 
although the form or proportions may be different. They may substantially 
employ the same power in the same way, though the external mechanism . 
be apparently different. On the other hand, the principles of two ma- 
chines may be very different, although their external structure may have 
great similarity in many respects.’’ pe 


ON THE INTENTION OF THE TBRM “USEFUL INVENTION.” 


15. The law allows a party a patent for ‘a new and useful invention; 
and by ‘useful invention” is meant, not an invention in all cases supe- - 
rior to the modes now in use for the same purpose, but useful %% contra- 
distinction ta frivolous or mischievous inventions. : 


In the case of Lowell ». Lewis, (1 Mason, 186,) Judge Story, in his 
charge to the jury, said, ** All that the law requires is, that the invention 
should not be frivolous or injurious to:the well being, good policy, or 
sound morals of society. The word useful, therefore, is incorporated into 
the act in contradistinction to mischievous or immoral. For instance, a new 
invention to poison people, or to promote debauchery, or to facilitate private 
assassination, is not a patentable invention; but if the invention’ steers 
wide of these objections, whether it be more or less useful, is a circumstance 
very material to the interests of the patentee, but of no importance to the 
public.” bisenf 

A similar opinion will be found in Bedford v. Hurd e¢ a/., (1 Mason, 303. } 


16. Aninvention of an ornamental mode of pulting up thread, which 
gave it no addilional value, but merely made tt sell more readily at retait, 
and for a larger price, was held not useful within the meaning of the pa- 
tent law. 


_ In the case of Langdon wv. De Groot, (1 Paine 204,) Judge Livingston, in 
his charge to the jury, said, ‘To what extent an invention must be useful, 
to render it the subject of a patent, will depend upon the particular cireum- 
stances of each case, and for which no general rule can be given; but all will 
agree that it must, in some small measure at least, be beneficial to the*com- 
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' nit and when it becomes a matter of inquiry whether its benefits are of 


@ s ichienst ‘consequence to be protected by the arm of government, it may be 


proper to leave such question with the jury.” gh 


_ « But when the objection raised is, that the invention, on the plaintiff’s 


own showing, is not only of no use, but an imposition on the public, it may 


itself, as was done here, a decision of it.”’ : 
The invention is for folding the thread and floss cotton in a manner a 
little different from the ordinary mode, in which form the cotton will sell 
quicker and higher by 25 per cent. than the same cotton put up in the ordi- 
y way. The cotton thus folded is imported trom the manufactory of 
olt, in England; the article itself undergoes no change; and the whole of 
improvement, for it is a patent for an improvement, consists in putting | 
» skeins of it, perhaps of the same size in which they are imported, deco- 
rated with a label and a wrapper, thus rendering their appearance somewhat 
more attractive, and inducing the unwary not only to give it a preference to 
other cotton of the same fabric, quality, and texture, but to pay an extra- 
yagant premium for it. When stripped of these appendages, which must, be 
done before it is used, the cotton is no better, in any one respect, than that-of 
olt’s, retailed in the way put up by him. All this came out on the plain- 
iff’s own testimony.” = | 
- & Now, that such a contrivance, (for with what propriety can it be termed a 
usefal art within the meaning of the constitution?) may be beneficial to a pa- 
tentee, if he can exclude from the market all other retailers of the same ar- 
ticle, will not be denied; and if to protect the interest of a patentee, how- 
ever frivolous, useless, or deceptive, his invention may be, were the sole ob- 
ject of the law, it must be admitted that the plaintiff has made out a satisfac- 
tory title to his patent.” | 


be doubted whether a court transcends its prescribed limits in taking upon 







ON A JOINT PATENT FOR A JOINT INVENTION, AND ON JOINT AND SEVERAL 
PATENTS FOR THE SAME INVENTION. ! 
29. There may be a joint patent for a joint invention; but a joint 
patent cannot be sustained on a sole invention. | | 

~ Inthe case of Barrett v. Hall, (1 Mason, 472,) Judge Story says, ‘* A joint 
patent may well be granted upon a joint invention. There is no difficulty 
in stpposing, in point of fact, that a complicated invention may be the gra- 
dual result of the combined mental operations of two persons acting together, 
par? passu, in the invention; and if this be true, then, as neither of them 
could justly claim to be the sole inventor, in such a case it must follow that 
the invention is joint, and that they are jointly entitled to a patent; and so 
are the express words of the patent act, which declares that if any person or 
persons shall allege that he or they have: invented, &c., a patent shall be 
granted to him or them for the invention.” | gh 
. “In the next place, a joint patent cannot be sustained upon a sole in- 
vention of either of the patentees; for the patent act gives no right to a patent, 


except to the inventor, and requires an oath from the party who claims the 
patent that he is the true inventor.”’ ye | 


. 18. The. same persons cannot, at the same time, hold, jointly and seve- 
iy, valid patents for the sume invention. 


Tn the case last cited, the rule is laid down, that «a joint patent for an 
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invention is utterly inconsistent with pues patents for the same invek- 
tion by the same patentees; for it is impossible that any person can be at 
the same time the joint and sole inventor of the same ttn Hy thee 


fore, each of the joint patentees obtain a several patent for the same inven- 
tion, as his own exclusive invention, and afterwards, without surre nderi 
first patent, they obtain a joint patent for the same as a Joint vente ther 
the former sole patents are void, or the joint patent is void. For, besides 
the apparent inconsistency of the patents, if all could be ‘sustained, then a 
_ recovery upon the joint patent would be no bar to a suit upon the several 
patents, and the parties might obtain a double recompense for the same in- 
fringement. There is an additional reason, which deserves great considera- 
tion; and thatis, that, if sole and joint patents eould be sustained by the same 
parties for the same invention, they might be successively taken out, so that 
the term of the exclusive right might be prolonged kor a great length ‘of aii 
instead of being limited to fourteen years.” . i. ry 





= 
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ON THE RENEWAL OF A PATENT AFTER THE EXPIRATION OF ITS TERM. ; 


19. The term for which a patent is granted may be extended by an act 
of Congress. 

In the case of Evans v. Eaton, (1 Peters’ C. C. R. 337,) Judge Washing- 
ton says, ‘‘ It is not true that the grant of an exclusive privilege to an inven- 
tion for a limited time implies a binding and irrevocable contract with the 
people, that, at the expiration of the period, the invention shall become their 
property. The State has a perfect right to renew the grant at the end of 
the period, or to refuse to do so; and, in the latter case, it is a matter of: 
course, that the invention may be used by any person who chooses to do 80, 
In like manner may Congress renew a patent right, or decline to do so.”’ 


ON THE TRANSFER OF A PATENTEE’S RIGHT BY ASSIGNMENT.. 


20. Min assignment, in order to entitle the assignee of the patent right 
to sue in his own name alone, must be an assignment of the whole right. 


‘Under the patent law of 1793, an inventor or discoverer may transfer 
his right before a patent has issued, and the assignee may take out a patent; 
or the inventor or discoverer may tate out a patent, and assign it wwii | 
But to enable the assignee to “stand in the place of the original inventor. 
the whole right must be assigned. 

In the case of Tyler e¢ ad. v. Tuel, (6 Cranch, 324 ,) the plaintiffs operat 
an assignment to them of the right of a certain patent, with the exeeption 
of four ceunties in the State of Vermont, which were named in the assign- 
ment. The case was taken up to the Supreme Court from the circuit 
eourt'of Vermont. This court decided ‘‘ that the plaintifis, by their own 

showing, are not legal assignees to maintain this action.’ 


21. A patentee of an invention cannot maintain a suit, after he has 
made an assignment, for any violation of a apetent, but the suct mpegs 
be brought by the assignee. 

In the case of Herbert v. Adams, (4 Mason, 15,) it appeared i in evidgnee 
that the plaintiff had made an assignment of his invention a few days pre- 
viously to taking out his patent; and that the assignment was duly recorded 
in the Department of State. Judge Story said, ‘Inder these cireumstanees, I 
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think the presentsuit cannotbe maintained. Thesuit should have been brought’ 
in the name of the assignee. The assignment is not void by being execut- 
efore the invention was patented. It was a good transfer of the right 
of the patentee immediately upon his obtaining the patent, and he would be 
estopped to set up any adverse title. The subsequent infringement, if any, 
ras a violation of the right of the assignee, not of the inventor; for, by the 
fourth section of the patent act, after an assignment is recorded, the assignee 
stands in the place of the original inventor, both as to right and responsibili- 


oe? ee i, 






iy. | bois 
id 2. If a patentee has sold out a moiety of his patent right, ajoint ac- 
tion lies by himself and his assignee for a violation of it. ee « 
_ This rule was laid down in the case of Whittemore v. Cutter, (1 Gallison, 
430.) Judge Story said, ‘‘The statute gives to the assignee all the right and 
responsibility which the original inventor had in the undivided portion. of 
the patent which is conveyed; and an action may well be maintained by all: 
the parties, who, at the time of the infringement, are the holders of the whole 
title and interest.” aN 


_ 23. A patentee is entitled to recover for a violation of his patent, ex- 
cepting he has actually completed his assignment. 

In the case of Park v. Little & Wood, (3 Washington’s C. C. R. 197,) 
Judge Washington charged the jury that ‘‘ the plaintiff is entitled to recover 
at law; no matter what private agreement subsists between him and any other 
person, unless he has made a legal assignment and transfer of his interest in 
the invention.” 


ON THE BREACH OF THE RIGHTS OF A PATENTEE. 


24, The making of a patented machine fit for use, and with design 
to useit for profit, in violation of the patent right, is, of ttself, a breach 
of the patent right, for which an action lies. But the making of a ma- 
chine for the mere purposes of philosophical experiment, or to ascertain 
the verity and exaeiness of the specification, is not an infringement. 

in Whittemore v. Cutter, (1 Gallison, 432,) Judge Story observed, “It is 
now contended by the defendant’s counsel, that the making of a machine is 
under no circumstances an infringement of the patent. The first section of 
the act of 1793 expressiy gives to the patentee, &c., ‘the full and exclusive 
right and liberty of making, constructing, using, and vending to others to 
be used, the invention or discovery. The fifth section of the same act gives 
an action against any person who ‘shall make, devise, and use, or sell the 
same. Mh, ; 

_ Itis also observed in the same case, ‘that it could never have been the 
intention of the legislature to punish a man who constructed such a machine 
merely for philosophical experiments, or for the purpose of ascertaining the 
sufficiency of themachine to produce its described effects.’” A similar opi- 
nlon may be found in Saurin e¢ ad. v. Gild, (1 Gallison, 487.) 


Mops > | beat i Files 
25. Under the Seneral patent law, the plaintiff has a right to recover 
against a person who erected a machine prior to the issuing of a patent, 
and made use of it afterwards. 


In the case of Evans v.. Weiss, (3 Hall’s Am. L. Journal 180, N. 8.} 
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Judge Washington says, ‘‘ The next inquiry is, does the general law give to 
the plaintiff a right to recover against a person who erected a apabine ptior 
to the issuing of a patent to the first inventor of it, and who afterwa rds. 
use ofthe same?” / SL BIBS 9:; | 

_« The act of the 17th Agiit, 1800, which, as to this point, i is the on 
now in force, declares that if any person, without permission from the 
tor, shall make, devise, use, or sell the thing whereof the exclusive right i is 
secured to the patentee, he shall pay three times the damage sustained by the 
patentee, to be ascertained by a jury. Now, whatever doubts might have 
existed as to the meaning of the words ‘ devise and use’ in the 5th section of 
the act of 21st February, 1793, thus connecting the using with the devising 

of the improvement, there can be none under the 3d section of the act of 
1800, which repeals the whole of the 5th section of the old law.” 

«It is plain that the using of the improvement invented by another, and 
secured by patent, is of itself an offence, no matter at what time such i =: 
provement was devised or made.”’ 

<¢ The law in this case cannot be termed ex post facto, or even retroapes- 

tive in its operation, because the general law declares beforehand that the 
right of the patent belongsto him who is the first inventor, even before the 
patent is granted; and, therefore, any person, who, knowing that another is 
the first inventor, yet, doubting whether that other will ever apply for a pa- 
tent, proceeds to construct a machine of which, it may afterwards appear, he 
is not the first inventor, acts at his peril, and with a full knowledge of the 
Jaw, that, by relation back to the first invention, a subsequent pabond ay 
cut him out of the use of the machine thus erected.” wn 






26. Whena party claims several distinct and independent sco 
ments in the same machine, and procures a patent for them in the aggre- 
gate, he is entitled to recover against any person who shall use any one 
of the improvements so patented, notwithstanding there has been no vio- 
lation of the other improvements. 


This rule was‘laid down by Judge Story, in the case of Moody v. Fisk, 
(2 Mason, 112.) He observes, that, where a patent is obtained for such im- 
provements in the aggregate, ‘‘ the patent goes for the whole of the improve- 
'ments; and if each be new, and be claimed distinctly inthe patent as such, 
there does not seem any good reason why the party who pirates any part of 
the invention should not be liable to damages.” 

‘The principal difficulty that arises, is the application of the doctrine; and 
that may, in most cases, be removed by considering the nature and extent 
of the patent, or rather of the thing invented and patented. When thefpa- 
tent goes for the whole of a machine as a new invention, and the machine is 
in its structure substantially new, any person who pirates a part of the ma- 
chine substantially new in its structure, deprives the inventor, so far. of his 
exclusive right in his invention, and may in a great measure destroy the va- 
lue of the patent. When a patent is for several distinct improvements in 
an existing ‘machine, or for an improved machine incorporating several dis- 
tinct improvements, which are clearly specified there, if a person pirates 
one of the improvements, he vi iolates the exclusive right of the patentee; 
for the patent is as broad as the invention, and the inv ention covers all the 
improvements; and it is a wrong done to the patentee to deprive him of his 
exclusive right in any of his improvements. ”” 


= 
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27. Where a patent is for a new combination of existing machinery or 
ichines, and does not specify or claim any improvements or inventions, 
‘except the combination, unless that combination be substantially vio- 
wted, the patentee is not entitled to any remedy, although parts of the 
chineryebe used by another , because the patent, by its terms, stands 
upon the combination only. Big! | 
_ The foregoing rule will also be found in the case last cited. The Judge 
observed that, ‘‘in such a case, proofthat the machines, or any part of their 
structure, existed before, forms no objection to the patent, unless the comdbi- 
nation has existed before, for the reason that the invention is limited to the 
combination. And yet, if the combination itself be not. wholly new, but, up 
to a certain point, has existed before; and the patentee claims the whole 
combination as new, instead of his own improvement only, as by taking out 
a patent for a whole machiné, doubtless his patent is void, for it exceeds his 
inyention.”* ‘ih | ip 
__ “But if there are different and distinct improvements, constituting parts 
of the combination, which are specified as such in the patent specification, 
and any one of them be pirated, the same rule would seem to apply as.in ca- 
ses where part of an invention is pirated; for the patent then shows that the 


invention is not limited to the mere combination, but including the particu- 


i - fj 


Al improvements. i | | 
8. Upon a plea of not guilty, the plaintiff must prove, not énly that 
defendant has made a machine, but that it substantially resembles that 
Sor which the pluintiff has a patent. ; BS 
The foregoing and the three following points were decided in the case , 
of Dixon v. Mayer, (C. C. U. S. P. April 1821, M. 8.) . 


29. Itis not a defence, that the plaintiff was not himself the original 
projector of the improvement, if the patent was taken out with the know- 
ledge and assent of the original projector, and not in fraud of his right. 








30. The plaintiff must in all cases provean infringement of his right 
subsequent tothe date of his application or patent; but if the defendant 
attempts to avoid the putent by showing that plaintiff was not the origi- 
nal discoverer, the paient will be considered as relating back to the origi- 
nal liscovery. | | 


81. Itlies on the defendant to show that - other person than the pa- 
tentee was the original inventor; it ts the point of his defence, and he must 
substantiate it. ~ | 

ie 


ONTHE DAMAGES ALLOWED IN CASES OF INFRINGEMENT. 


32. Inan act ion for the infringement of a patent right, the law gives 
to the plainti treble the actual damuges, sustained by him: and the 
rule is to allow him treble the amount of the profits, actually received 
by. the defendant, in consequence of his using the plaintiffs invention. . 

The preceding rule will be found in Lowell vs. Lewis; (1 Mason, 184.) 
Judge Story, in his charge to the jury, says, ‘“The jury are to find the single 
damages, and it is the proper duty of the court to treble them, in awarding 
the judgment. And» let the damages be estimated as high as they ' can be, 
consistently ¥ &th the rules of law upon this subject, if the plaintiff’s patent 

Tei 4 : 





has been violated, that MASS Nae fon not Topp ne fru 
and genius of oth ame 2 : 
In the case of Whittemore VS. Cutter, (1 Micon! 483 3) J 
As to the rule by which the plaintiff’ s damages are to be estimat 
by the statute ‘that only the actual damages sustained can be giyt 
the terms’ ‘actual damages’ in the statute, are meant such dam: 
plaintiff ean actually prove, and have in fact sustained, as co | 

uished to mere imaginary or wenepaart san yea! whieh i in ipersbat 0 
are sometimes given.” Br ST 














- Tf the j jury are of opinion that the user of a ei doh Hie is sieculys i / 


in this case, the rule of damages should be ie value of the use of such a 
machine, during the time of the illegal use”? 2 Ry 9 aes ales 
“if the j jury are of opinion that the making of; BD shirde’ onlnaie Saedadas 
there is no evidence in the case to show any actual damages by the making, 
they ought to give nominal damages to the plaintiff, for | where the law 
has given 2 right, and a remedy for the violation of it, such violation itself 
imports damages; and, in the, absence of all other T evidence, the snes presumes, 
a nora damage to the party.”” ep ane Apert 


33. In estimating the damages, the jury | have no right to take into 
their consideration the counsel fees. 


This. is established in the case of Arcamble. vs. avisetaane Gl ‘sai ra R 
306.) The circuit couat of the district of Rhode Island had decreed, 
among other things, the payment of 1600 dollars for counsel fees for. the 
court below, and the Supreme Court of the United States struck this. sum 
out. They said the general practice of the United States is in opposition 
»to it; and even if that practice were not sirictly correct, in principle tis en- 

titled to the respect of the court, till it is changed. or modes by. ‘statute, 





_ ON THE DEFENCES OF WHICH A DEFENDANT MAY AVAIL HIMSELF. nae 


34. The sixth beckibal of the patent act does not enumerate ail the de- 
paced of which thedefendant may legally avuil himself: he may give in evi- 
dence that he never did the act attributed to him; that the patentee is an 
alien, not entitled under the act; or r that he hasa license, or spect gie from 
the patentee. 


» This rule will be found in the case of Whittemore vs. Cutter, (1 Gallison, 
435.) In the case of Evans vs. Hettrick, (7 Wheaton,) the same doctrine 
was sustained by the court; ari where the question asked was, whether the 
machine used by the defendan , was like the model exhibited in court, of 
the plaintiff’s patented machine, it was‘held that no notice was nea, to 
authorize the enquiry. 

In the case of Kneass ws. the Schuylkill Bank, (C. C. U. §. P. Oe 
M. s. ) the court observed, that, in an action for the violation ofp 
the defendant, under the general i issue, without notice of the s ae matter, 
may give in evidence the act of Congress respecting patents, as “well as 
some other matters than those enumerated in the sixth section, such as alien- 
age of plaintiff, and license by him to use the invention. _ But he cannot 
give in evidence that the invention is not new, nor can that circumstance, 
- however apparent, be judicially noticed by the jury. But defendant may 
make objections to the validity of a patent, of a different kind, such as the 





want of a specification or written description, as required by the 3d section, 
or 2 a specification ambiguous and unintelligible, whie is ‘the same a8 no spe 
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ese aré defects in the plaintifi’s title, apparent npr fe 
ts nn f ur As de- 
ct that the patent is broader than the discovery; that it is 





pi85.\ od rher e is no limitation to the period in which the defendant, under 
neral issue, may xive in evidence that the patentee was not the ori- 











_ Anth case of Evans vs. Eaton, (1 Peters’ C. €. R.) the counsel-for the plain- 
“tiff insisted that, upon the eqiitt of the 10th section of the law of February, 
1793, the defence set up, that fhe patentee was not the original inventor, 
ought not to be allowed. This section provides that, upon oath or affirma- 
tion being made before the Judge of the district court where ‘the patentee, 
“&e. resides, within three years of the time of issuing a patent, that it was 
obtained surreptitiously, or upon false suggestion, the district Judge may 
_ grant a rule that the patentee, &c..show cause why process should not is- 
_ sue against him to repeal the patent. Upon this plea, Judge Washington said, 
mH. he law has declared that, in actions of this kind, the defendant may plead 
he general issue, and give in evidence that the plaintiff was nct the original 
rentor of the machine for which the patent was granted. The legislature 
has not thought proper to limit this defence in any mamner; and shall this 
‘court do it? But what seems to be conclusive on this point is, that the ar- 
gument would tend to defeat altogether the provisions of the 6th section, 
which authorize this defence to be made; for, if it could not be set up after 
_ three years from the date of the patent, it would be in the power of a paten- 
tee to avoid it altogether, by forbearing to bring suits until after the expira- 
tion of that period.” ROMA Se eRe oe my 
_ A writ of error in the above case was taken out to the Supreme Court: 

(3 Wheaton, 454.) The cause was remanded to the circuit court for a new 
trial; but it does not appear that the correctness of the foregoing opinion was 
‘mm any way impeached. 2, : | 

"ON ARBITRATION IN THE CASE OF INTERFERING APPLICATIONS. 
_ The 9th section of the act of Congress of 1793 provides that, ‘in the case 
of interfering applications, the same shall be submitted to the arbitration of 
three persons,” &c. and that their award “ shall be final as far as respects the. 
granting of the patent, and if either of the applicants shall refuse or fail 
to choose an arbitrator, the patent shall issue to the opposite party.” . 


36. If a patent has been obtained by the plaintiff upon the defendant’s 
refusal to submit to an arbitration, and the defendant subsequently obs 
fain @ patent for the same invention, this is not conclusive proof that 

‘the latter was obtained surreptitiously, or upon false suggestion. § 
___In the case of Stearns vs. Barrett, (1 Mason 174,) Judge Story, in refer- 
ence to the above opinion, contained in the charge of the district court, 
says, ‘‘In my judgment, there was no error in this opinion of the court. 
Mf an arbitration had actually been perfected between the parties under 
te 9th section, the award or decision of the arbitrators would have been 
final between the parties only so far as respected the granting of the patent. 
~4t would not have concluded the parties from showing in the present suit 
that it was obtained upon false suggestions; it would pet haye conelnded 
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them, in an action for an infringement of the patent, from asserting a 
fence allowed by the 6th section of the patent act. The sole object o 

an award is to ascertain who is prima facie entitled to the pate nt; but, wher 
once obtained, the patent is liable to be repealed or destroyed by precise 
the same powers as if it had issued without objection. If the award itself wou 
not have been conclusive a fortiori, a refusal to join in an arbitration unde 
the statute cannot.be so.” _ ee : ci 


: oe rey >» 
OF THE COURT IN WHICH AN ACTION MUST BE BROUGHT. Pa (3 


87. 4 State court has no jurisdiction in an action brought for the 
enfringement of a patent right; such a suit must be instituted in the 
eircuit court of the United States. | i 

This was decided in the case of Parsons vs. Barnard, (7 Johnson’s N. Y. 
Rep. 144.) | ae ae, 

It. was an action on the case for a breach of the plaintiff’s patent. The — 
defendant pleaded to the jurisdiction, and the plaintiff demurred. The court 
gave the following opinion: “¢ As the judicial power of the United States — 
extends to all cases in law and equity arising under the laws of the Unit- 
ed States, and as the act of Congress on the subject of patent rights has de- 
clared that the suit for the infringement of them shall be brought in the cir- 
cuit court of the United States, and gives the court power in such eases to 
declare the patent void, the State courts have, of course, no jurisdiction in 
the case. ‘The judgment must be rendered for the defendant.” 4 

In the case of Livingston ef al. vs. Van Ingen e¢ al., (4 Hall’s Am, Law > 
Journal, 63,) it-was held by Judge Livingston, that, ‘‘ There being no act of 
Congress conferring on the circuit court of the United States a right to take 
cognizance, as a court of equity, of a case under’the patent law, between citi- 
zens of the same State, that court cannot take cognizance of such a cause.*’ 
*This decision was made in the year 1811. But «* An act to extend the juris- 
diction of the circuit court of the United States to cases arising under the 
law relating to patents,’’ was passed on the 15th of February,'1819. That 
act declares “ that the circuit courts of the United, States shall have original 
cognizance,*as well in equity as at law, of all actions, suits, controversies, 
and cases, arising under the law of the United States, granting,” &e. 


ON THE GRANTING OF AN INJUNCTION. 


In the case of Sullivan vs. Redfield and Seymour, (1 Paine, 442,) an ap- 
plication was made for an injunction against the violation of a patent right. 
In delivering his opinion, Judge Thompson decided, that— at 

38. To obtain the injunction, the case should be such as to leave little, 
ifany doubt in the mind of the court, as to the validity of the patent; 
especially if it rests upon the complainant's own showing, without any 
opposing testimony. a : 

39. The established rules which govern courts of equity on such appli- 
cations, are, that, where there has been an exclusive possession af some du- 
ration under the patent, an injunction will be granted without putting 
the party previously to establish the validity of his patent at law. But 
where the patent is recent, and it is attempted to be shown that the speci- 
fication is bad, or otherwise that the patent ought not to have been 
granted, the court will not take the decision upon itself, but will send 
the party to establish his patent at law. 
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